The opinion in support of the decision being entered today was not witten
for publication and is not binding precedent of the Board.
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Bef ore McQUADE, NASE, and GONZALES, Adninistrative Patent

Judges.
NASE, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 1, 3-13 and 18-21. Cains 14-17 have been
wi t hdrawn from consi deration under 37 CFR 8§ 1.142(b) as being

drawn to a nonel ected invention. Claim?2 has been cancel ed.

W REVERSE
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BACKGROUND

The appellants' invention relates to an apparatus for
injection nolding a liquid into a plurality of cells in a
plate for solidification therein. A copy of the clains under

appeal is set forth in the appendix to the appellants' brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Dr eher 3,470, 848 Cct. 7, 1969
Bird 3,735,729 May 29,
1973

Ti nmson 3,749, 053 July 31, 1973
Nor t on 3,797, 281 Mar. 19, 1974
Pasch et al. 4,140, 470 Feb. 20, 1979
(Pasch)

Bogar dy 4,968, 534 Nov. 6, 1990
W eser 5,059, 112 Cct. 22, 1991
Ference et al. 5,244, 143 Sep. 14, 1993
(Ference)

Clains 1, 3-13 and 18-21 stand rejected under 35 U S. C
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8§ 112, second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter

whi ch the appellants regard as the invention.?

Claim 18 stands rejected under 35 U S.C. 8§ 102(b) as

bei ng anticipated by Bird, Tinson, Pasch or Weser.

Clains 1, 3-9, 18 and 19 stand rejected under 35 U S. C
8§ 103 as being unpatentabl e over Ference taken together wth
ei ther Bogardy or Norton, and further in view of either Pasch

or W eser.

Claim 20 stands rejected under 35 U.S.C. 8 103 as being
unpat ent abl e over Ference taken together with either Bogardy
or Norton, and further in view of either Pasch or Weser as

appl i ed above, and further in view of Dreher.

Rat her than reiterate the conflicting viewoints advanced

by the exam ner and the appellants regardi ng the above-noted

! The exam ner inadvertently included canceled claim2 in
the statenment of this rejection set forth in the answer.
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rej ections, we nake reference to the answer (Paper No. 19,
mai l ed April 23, 1998) for the exam ner's conpl ete reasoning
in support of the rejections, and to the brief (Paper No. 15,
filed Novenber 24, 1997), supplenental brief (Paper No. 18,
filed March 13, 1998) and reply brief (Paper No. 20, filed My

4, 1998) for the appellants' argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we make the

deter m nati ons which foll ow.

The indefiniteness rejection

W will not sustain the rejection of clains 1, 3-13 and
18- 21 under 35 U.S.C. 8§ 112, second paragraph, as being
indefinite for failing to particularly point out and
distinctly claimthe subject nmatter which the appellants

regard as the invention.
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The second paragraph of 35 U.S.C. § 112 requires clains
to set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity. In re
Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
In making this determ nation, the definiteness of the |anguage
enpl oyed in the clains nust be anal yzed, not in a vacuum but
always in light of the teachings of the prior art and of the
particul ar application disclosure as it would be interpreted
by one possessing the ordinary |evel of skill in the pertinent

art. | d.

The exam ner's focus during exam nation of clains for
conpliance with the requirenent for definiteness of 35 U S. C
8§ 112, second paragraph, is whether the clains neet the
threshold requirenents of clarity and precision, not whether
nore suitabl e | anguage or nodes of expression are avail abl e.
Sonme |atitude in the manner of expression and the aptness of
terns is permtted even though the claimlanguage is not as
preci se as the exam ner mght desire. |If the scope of the
I nvention sought to be patented cannot be determ ned fromthe

| anguage of the clains with a reasonabl e degree of certainty,
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arejection of the clains under 35 U.S.C. § 112, second

par agraph, is appropriate.

Furt hernore, appellants may use functional |anguage,
alternative expressions, negative limtations, or any style of
expression or format of clai mwhich nakes cl ear the boundaries
of the subject matter for which protection is sought. As

noted by the Court in In re Sw nehart, 439 F.2d 210, 160 USPQ

226 (CCPA 1971), a claimmy not be rejected solely because of
the type of | anguage used to define the subject matter for

whi ch patent protection is sought.

Wth this as background, we have reviewed the specific
obj ections under 35 U S.C. 8§ 112, second paragraph, nade by
t he exam ner of the clains on appeal (answer, pp. 5-7). After
conducting this review, we find ourselves in agreenent with
the position set forth by the appellants in the briefs that
the clains under appeal are not indefinite for the reasons set
forth by the examner. Cearly the clainmed apparatus is
intended "for injection nolding a liquid into a plurality of

cells in a plate for solidification therein" since the
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appel | ants di scl ose (specification, p. 11) that a conventiona
punp 32 effects a slight pressurization in liquid reservoir
24a for injection nolding snall cells. Wth regard to the

ot her phrases found objectable by the exam ner we sinply do
not agree with the examner. |In that regard, we note that the
nmere breadth of a claimdoes not in and of itself make a claim

indefinite.?

The anticipation rejections
W will not sustain the rejection of claim 18 under
35 U.S.C. 8 102(b) as being anticipated by Bird, Tinson, Pasch

or Weser.

To support a rejection of a claimunder 35 U S.C. §
102(b), it nust be shown that each elenent of the claimis
found, either expressly described or under principles of

i nherency, in a single prior art reference. See Kalnman v.

2 Breadth of a claimis not to be equated with
indefiniteness. See Inre Mller, 441 F.2d 689, 693, 169 USPQ
597, 600 (CCPA 1971).
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Kinberly-dark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789

(Fed. Cir. 1983), cert. denied, 465 U S. 1026 (1984).

Claim18 recites an apparatus for injection nolding a
liquid into a plurality of cells in a plate for solidification
therein conprising, inter alia, nmeans for evacuating gas from
cells, neans for injecting liquid into the cells, and neans
for |linking the evacuating and injecting neans at each of the
cells so that surface tension of the liquid prevents
evacuation of the liquid injected into the cells while

al | ow ng evacuation of only gas fromthe cells.

The appellants argue in their briefs that claim18 is not

antici pated by Bird, Tinson, Pasch or Weser since they do not

di scl ose the clainmed "nmeans for linking." W agree.

As explained in In re Donaldson, 16 F.3d 1189, 1193, 29

USPQ2d 1845, 1848-49 (Fed. Cir. 1994), the USPTO is not exenpt
fromfollow ng the statutory mandate of 35 U.S.C. § 112,

par agraph 6, which reads:
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An elenent in a claimfor a conbination may be expressed
as a neans or step for performng a specified function
wi thout the recital of structure, material, or acts in
support thereof, and such claimshall be construed to
cover the corresponding structure, material, or acts
described in the specification and equival ents thereof.
The court's holding in Donal dson sets a limt on how broadly
t he USPTO may construe neans-plus-function | anguage under the
rubric of "reasonable interpretation.”™ Per Donal dson, the
"broadest reasonable interpretation” that an exam ner may give
nmeans- pl us-function | anguage is that statutorily nmandated in
par agraph six. Accordingly, the USPTO nay not disregard the

structure disclosed in the specification corresponding to such

| anguage when rendering a patentability determ nation.

The structure described in the appellants' specification
(see pp. 7-10) corresponding to the "neans for linking" is the
shal l ow sl ot or recess 30 fornmed in the bottom surface 16b of
the injection head 16 and extending axially between the vacuum

slot 18 and the injection slot 20.

We have reviewed the teachings of Bird, Tinson, Pasch and

Weser but fail to find any teaching therein of the clained
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"means for linking." Wth regard to Bird, Pasch and W eser,
we see no structure therein that would be equivalent to the
structure disclosed by the appellants. Furthernore, with
respect to Bird, Pasch and Weser, the exam ner appears to be
i nperm ssi bly reading the same structure that constitutes part
of the clainmed "neans for evacuating"” as the "neans for
linking." Wth regard to Tinson, it is our view that the
exam ner has not established that Tinson's gap between the
upper coating lip 38 and the web (see colum 4, |ines 40-56)
I's an equivalent to the structure disclosed by the appellants.

In our view, it is not.

The obvi ousness rejections
W will not sustain the rejection of clains 1, 3-9 and

18-20 under 35 U.S.C. 8§ 103.

Qovi ousness is tested by "what the conbi ned teachi ngs of
the references woul d have suggested to those of ordinary skill

inthe art." 1n re Keller, 642 F.2d 413, 425, 208 USPQ 871,

881 (CCPA 1981). But it "cannot be established by conbining

the teachings of the prior art to produce the clained
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i nvention, absent sone teaching or suggestion supporting the

conbi nation." ACS Hosp. Sys.., Inc. v. Montefiore Hosp., 732

F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. Cir. 1984). And
"teachi ngs of references can be conbined only if there is sone
suggestion or incentive to do so." 1d. Here, the prior art
contains none. In fact, the advantages of utilizing a "neans
for linking" is not appreciated by the prior art applied by

t he exam ner.

Instead, it appears to us that the examner relied on
hi ndsi ght in reaching his obviousness determ nation. However,
our review ng court has said, "To i nbue one of ordinary skil
in the art with know edge of the invention in suit, when no
prior art reference or references of record convey or suggest
that knowl edge, is to fall victimto the insidious effect of a
hi ndsi ght syndrone wherein that which only the inventor taught

is used against its teacher.” W L. CGore & Assoc. v. Garlock,

Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed. G

1983), _cert. denied, 469 U S. 851 (1984). It is essentia

that "the deci sionmaker forget what he or she has been taught

at trial about the clained invention and cast the m nd back to
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the tine the invention was made . . . to occupy the m nd of
one skilled in the art who is presented only with the
references, and who is normally guided by the then-accepted
wisdomin the art.” 1d. Since the "neans for Iinking"
limtation of the clains under appeal is not taught or
suggested by the applied prior art, we will not sustain the 35
US.C 8 103 rejection of independent clains 1 and 18, and of

dependent clains 3-9, 19 and 20.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 1, 3-13 and 18-21 under 35 U.S.C. § 112, second
par agraph, is reversed; the decision of the exam ner to reject

claim 18 under 35 U.S.C. § 102(b) is reversed; and the
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deci sion of the examner to reject clains 1, 3-9 and 18-20
under 35 U. S.C. 8 103 is reversed.

REVERSED

JOHN P. McQUADE
Adm ni strative Patent Judge

)

)

)

)

)

) BOARD OF PATENT
JEFFREY V. NASE ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
)
)

JOHN F. GONZALES
Adm ni strative Patent Judge
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